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REMARKS/ARGUMENTS 



ideration of the above-identified application is respectfully requested. 



In the Office Action dated June 27, 2006, the Examiner noted that a reference to 
the prior applications must be inserted as the first sentence(s) of the specification or in an 
application data sheet. Claims 1-18 are pending and rejected. 

Claims 1-18 are rejected under 35 U.S.C. § 112, 1st paragraph, as failing to 
comply with the written description requirement. 

Claims 1, 5, 6, 8, 15, 17, and 18 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as obvious over U.S. Patent 
No. 4, 315,790 to Rattee et al. (hereinafter "Rattee"). 

Applicants acknowledged the receipt of PTO-892. 

In response to the priority notice. Applicants have amended the specification to 
insert a reference to the prior applications and filed a Petition to Accept An 
Unintentionally Delayed Benefit Claim. 

In response to the rejections. Applicants have amended claim 1 to incorporate the 
limitation of claim 4 and cancelled claims 2-4. No new matter has been introduced. 

Applicants respectfully submit that the amendments have overcome the rejections 
for the reasons set forth below: 
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Priority 

The Examiner noted that a reference to the prior applications must be inserted as 
the first sentence(s) of the speciflcation or in an application data sheet. In response to 
this comment, Applicants have amended the specification to insert a reference to U.S. 
Patent Application Nos. 10/136,357 and 09/695,254. Please note that Applicants have 
properly claimed the status of this Application as the Divisional Application of U.S. 
Patent Application Nos. 10/136,357 and 09/695,254. A copy of tfie "Patent Application 
Transmittal" which accompanied the original filing of the present application is attached 
as EXHIBIT 1. 

Rejections Under 35 U.S.C. § 112. First Parasraph 
Claims 1-18 are rejected under 35 U.S.C. § 112, first paragraph, as failing to 
comply with the written description requirement for reasons stated on pages 4-6 of the 
Office Action. Specifically, the Office Action alleges that "the method of claims 1-18 
encompasses the coating of virtually any form of 'substrate' with virtually and 
conceivable form of a ^hydrophobic copolymer." (See Office Action at 5). 

In response to the rejections. Applicants have amended claim 1 to recite "wherein 
the hydrophobic copolymer is one selected from the group consisting of poly(styrene-co- 
maleic anhydride), poly(styrene-co-maleimide), and poly(ethylene-co-maleic 
anhydride),'* and canceled claims 2-4. The amendment is supported at least by the 
specification in Examples 1, 2 and 11, and in original claim 4. 

The Office Action also alleges that "while page 9 of the disclosure lists possible 
hydrophobic polymers, it is noted that the method requires hydrophilic, not hydrophobic. 
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copolymers." (See Office Action at 6). Please note that the Examiner fails to specify 
where and how he gets the impression that Applicants' method requires hydrophilic, not 
hydrophobic, copolymer, since clearly the specification, the examples, and the claims 
make clear that the method requires a "hydrophobic copolymer." 

In fact, contrary to the Examiner's allegation, the present invention clearly 
contemplated that the " on-spot hydrophilic enhanced" slide is formed by "ring-opening 
when the structure of anhydride, imide, cyclic amide, or cyclic ester on the hydrophobic 
matrices prepared by the present invention is attacked by a nucleophile (e.g., amine 
modified oligonucleotide probe), which leads to the formation of on-spot hydrophilic 
enhancement." (See Specification at 6). This passage explains how the "on-spot 
hydrophilic enhanced" slide can be made from the hydrophobic copolymer, i.e., by a 
ring-opening process of the anhydride, imide, cyclic amide, or cyclic ester group on the 
hydrophobic copolymer. 

Another example of the use of the hydrophobic copolymer to form the 
hydrophobic layer on the substrate can be found on page 5 of the specification, which 
recites as follows: 

... the hydrophobic copolymer is prepared by blending, grafting or 
co-polymerization of a hydrophobic material and a compound 
bearing functional groups. The resulting hydrophobic copolymer 
is then coated onto an organic or inorganic substrate to form a 
hydrophobic layer with covalent bonding functional groups, which 
is useful in the preparation of a high-density microarray. 
(emphasis added). 

(See Specification on page 5, lines 13-23). 

Accordingly, the method of the present invention requires hydrophobic, not 

hydrophilic, copolymers. The hydrophobic copolymers, however, are capable of on-spot 
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hydrophilic enhancement via ring-opening when attacked by a nucleophile. 

Taken together, Applicants respectfully submit that the amendments obviate the 
grounds for the rejections. Withdrawal of the rejection under 35 U.S.C. § 112, first 
paragraph, is respectfully requested. 

Refections Under 35 U.S.C. S 102/103 

Claims 1, 5, 6, 8, 15, 17, and 18 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the altemative, under 35 U.S.C. § 103(a) as obvious over Rattee. 
Applicants respectfully traverse the rejection. 

For anticipation under 35 U.S.C. §102, the reference "must teach every aspect of 
the claimed invention either explicitly or impliedly. Any feature not directly taught must 
be inherently present." (MPEP §706.02, IV. Distinction between 35 U.S.C. §§ 102 and 
103, page 700-21). The Federal Circuit has held that prior art is anticipatory only if every 
element of the claimed invention is disclosed in a single item of prior art in the form 
literally defmed in the claim (Jamesbury Corp. v. Litton Indus. Products, 756 F.2d 1556, 
(Fed. Cir. 1985); Atlas Powder Co. v. DuPont; 750 F.2d 1569, (Fed. Cir. 1984); 
American Hospital Suppl v. Travenol Labs, 745 F.2d 1 (Fed. Cir. 1984). 

To establish a prima facie case of obviousness under 35 U.S.C. § 103, the prior 
art reference (or references when combined) must teach or suggest all of the claim 
limitations. In re Vaeck 947 F.2d488 (Fed. Cir. 1991) mdMPEP § 2142. 

Claim 1 recites a method for preparing an on-spot hydrophilic enhanced slide by 
(a) preparing a hydrophobic copolvmer in a solvent to obtain a solution of hydrophobic 
copolymer, wherein the hydrophobic copolymer is one selected from the group consisting 
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of poly(styrene-co-maleic anhydride), poly(styrene-co-maleimide), and poly(ethylene-co- 
maleic anhydride); (b) coating the solution of hydrophobic copolymer onto a substrate; 
and (c) removing the solvent. 

As admitted by the Examiner, Rattee teach a method of coating a support with 
hvdrophilic copolymers (See Office Action at 8). Rattee does not teach or suggest 
coating a support with hydrophobic copolymers. Moreover, Rattee fails to disclose that 
the hydrophobic copolymer is one selected from the group consisting of poly(styrene-co- 
maleic anhydride), poly(styrene-co-maleimide), and poly(ethylene-co-maleic anhydride), 
as recited in claim 1. 

Accordingly, Applicants respectfully submit that Rattee does not anticipate claim 
1 or render claim 1 obvious because Rattee does not disclose every limitation of the 
claimed invention. 

Claims 5, 6, 8, 15, 17, and 18 are patentable over Rattee because they depend 
from claim 1 and recite additional patentable subject matter. Withdrawal of rejections to 
claims 1, 5, 6, 8, 15, 17, and 18 under 35 USC 102(b)/103(a) over Rattee is respectfully 
requested. 

In view of the foregoing remarks, favorable reconsideration of all pending claims 
is requested. Applicants respectfully submit that this application is in condition for 
allowance and request that a notice of allowance be issued. Should the Examiner believe 
that anything further is required to expedite the prosecution of this application or further 
clarify the issues, the Examiner is requested to contact Applicants' attorney at the 
telephone number listed below. 
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Respectfully submitted. 



Fei-Fei Chao, Ph.D. 

Registration No. 43,538 
Andrews Kurth LLP 
1350 1 Street, NW 
Suite 1100 

Washington, D.C. 20005 
Telephone: (202) 662-3036 
Fax: (202)662-2739 



Dated: September 27. 2006 
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